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FETHERL..NDS DoLEGATION

Delegations to “orking

zroposals submitted by the Netherlands delegeti~n concerning Ar-

Sicle 29 of the First Prelim

epplicetion of national law
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Party I will find annexed hereto

inary Draft Cenventinn (3upplementary

in legal transactions).
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Proposal by the Ketherlands delegation
concerning Article 29 of the First Preliminary Draft

(Supplementary applicetion of national law in legal transaction)

Yocumerntatior

- First Preliminary Draft (1S7C Zraft) - note to .rticlec 2C:
"+he nececssity for this rticle .nd, herc cpporpricte,
the toxt, -1ill be considersd later.”

- Proposal by the ZThairman of Yorking Party I (Working Tocument dated
1 July 1970, page 5) :

"Article 29 should not be deleted. This provision takes account
of the fact that it would be imposaible or undesirable.to adopt a
final ruling in %he First Convention on a number of questions arising
from legal transactions in connection with European patent applica-

1

tions. The national legislation of the Contracting States jill

have to be referred to when dealing with the legal guestions left!.
open in the Tirst Convention. Article 29 is intended to provide ah

answer to the guestion of which nationsl law should be applicable}”

- Working Party I discussed the following two questions:
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1. Is artigle 2% sufficiently clear as regards cases where

a European patent applicztion is mcrtgaged or is made
subject %o any other right in rem?

2. Dres irticle 26 elsu apply to the distraint of a European
?

patent applicetion

The first poirt to consider is whether Article 29 should

te included ir the Convention.

SU.LIARY

The vroposed irvicle 2§ contains two paragraphs. Tha twe
s

; furthermec:>z, the second »~-agraph is

The fizst paragreph of irticle 28 provides that:

"In sc far as this Conventiou dces not itself contain
rules directly governing legal transactions concerning
Eurovean patent appiications, the law to be .applied shall be
the national law referred to by the CoavVention. Failing ‘
such refererce, the law to be applied shall be that
agreed upcu vy the parties or, in the cese of a transaction
involvirg cnly ozne party, the law designated by such ini-
tiating perty. In the event of failure to agree upon Or to
desigrete the relevant law, or if such agreemexnt or designatioun
cennot te enforced be the court befeore which the matter has
been brought, the relevant law shall be éeterminded in aczordance
with. the rules of the private international law applicable

o~

in the Stazte of the court in question."
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The initial premise is that the legal transactions relating
to a Eurcpean patent application are subject to the national law
of the State to which the application applies. The first paragraph
of Article 29 is no more than anintroduction to the second raragraph;
it merely contains a codification of the rules of private inter-
rnational law and adds nothing new.

For these reasons, paragraph 1 of Article 29 seems unnecessary;
it ought to be deleted.

Article 29, paragraph 2

The second paragraph of irticle 29 provides that:-

"If private internstional law refers to the lex rei
sitae, the reilevant law shall be the law of the Contracting
State on whose territory the applicant is ordinarily resident
or has his registered place of business,"etc. '

This provision was taken over from the 1962/1965 Draft Conven-
tion relating to a European Patent Lew. However, this Draft Conven-
tion was concerned with applications for a unitery European patent
for all the Member States of the EEC. If private international law
refers to the lex rei sitae in respect of a national patent and a
national patent application, it is obvious that it refers to the
law of the 3tate which granted the petent and received the appli-. '
= cation. If, on the other hand, private international law refers to
" the lex rei sitae in respect of a unitary patent for the Six States,

the relevant law must be specified. In the case of a unitary |
patent, the provisions of Article 2%, paragraph 2, ought to be
adopted. However, according to the 41970 Draft Convention estab-
lishing a European System for the Grant of Patents, the proceedings
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do not lead to the grant of a unitary patent, but the grant of a
number of paticnal patents. I{ is cleayr that it is the relevani
rational lew which applies to the legal transactions relating to
these national patents.

Up to the completisn of the European proceedings for the grant
of patents, there is only a single applicatiorn for the European
patent. The proceedings lead to a rumber of national patents being
granted. It i~llows that during the pr-ceedings for grant there is
conditional nationzl law in each 3tate to which the application
appiies. '

. 70 Draft is based on the same idea. The
irst sentence of paragraph 4 of this Article provides that the
furopean patent eppli

Article 22 of the 1S7
ra

4 1
o)

be assigned or give rise to rights
for one or several of the designated States. This provision pre-
an patent application gives rise to an

individual natimnal right in each of the designated States. Othgr—

wiese, assignment for one or more 3tates would be meaningless.

surposes that the Zurope

(This applies only to private law on the grent of natents.
The second sentence of paragraph 1 of Article 22 lays down that
the assignment shall not affect the unity of the application

in proceedings before the European Office).
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It follows that a Eurnpcan patent application gives
rise to An assigneatle right, and so on, in each of the Statss

to which the applicatinn applies.
19 I

However, this 1s net a case of a unitary right, tut of

a bundz of naticnal rights. Because they are national rights,
it secms correct to assume that the iégal transactions relat-
ing to a European patent applicatioen are sutject to the
relevant natiecnal law, tkhat is to the law of the State to
which the epplication applies and where the legal transaction
(assignment, mortgaging, distraint ) in respcct\?f this appli-
cation is tn be carried out. This is in line with the concepts
of privaté internatioral lew that patents for inventicr and
patent applicaticns are subtject to the lex rei sitae - that
is, to the law »f the State in wkich the patent has been
granted or the application filed - i. e., where these apply.:
It is accordingly n~t necessary t> retain paragraph 2 of
Article 29.

Furthermore, this paragraph is not only unnocsssary,
it is also undesirab®le.

Article 29, parasgraph 2, provides that : "If private :
international law refers tc the lex rei sitea, the relevant
law shall te the law of the Contracting State on whose terri—
tory the applicant is ordinarily residant or has his registered
place of business," etc. '

quite often the applicant is no% resident in the Stape
in which the legal transaction is to be carrisd out. Conse-
‘quently the results are not the same as whsn the customary
lex rei sitae is applied. lioreover, these résults are not
very satisfactory. Let us suppese, for exampls, that the
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appliEant is resicdent in State 4 and that the legal transacticn
is carried out in State B. Let us also suppose that the rules
applicarle to the legail transactirn in State A differ entirely
from those aprlica®rle in State B, or that the legal transactinn
is permitted irn State a4 tat prchibited in State B. According to

_ Article 29, paragraph 2, the law ~f Statc A would be applicatrle
and the legal transactirn would be permitted in State B, althcugh
State B frrbicés it.

The outccme of this is that paragraph 2 ~f Article 29 is
not only superfluous. tut that it may lead t-~ undesirable re-
sults. On these grounds, paragraph 2 should bhe deleted.

snother suesticn alsn arises. It has been assumed atcve
that a legali transacticn relating to & European patent appli-
cation is subject to the nati-~rnzl law of the State to which
this application applies. Should this principge then be codifie”
and laid 3cwn in the Convention? ‘

There are three possitilities in theery:

1. One could consider that the said principle is self-evident
from the system of the Convention, and that it is conse-
quently unnecessary t~ codify it spocifically in the Con-
vention. Or practical grounds, this ~pinion would seem
untenatle. ' '
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On the other hand, it could he considered that it is necessary
to codify this principle in the Convention. A further argu-
ment could be put forward to surport this opinion. Even if

e

it is assumed that the natioral law i1s applicable, the ques-

tion arises of whether t':is is the naticnal law governing
patents for inventicn or national private law in general. For
exazple, the patents legislaticn of certain States contains
special provisions governirg the assignment of patent apoii-
cations which differ from the general provisicns of private
law governirg the assignment of rights. The gquestinn then
arises of whether the assignment of a European patent appli-
caticon is governed bty the special provisions governing tke
ssignmernt cf raticnel patent & pp icaticns or by the general
visions ol private law governing the assignment of rights.
It is a mAatter of the interpretation of the naticnal law in
th ious States, which may lead to difficulties whiokh
eliminated by insertizng the follswing provision
into the Convention : "The law appll atle in a State to a
patent applicati~n filed in zccordance whith the national
law governing patents for invention, chall apply by analogy
to the assignmert of a European patent application for the
said State, as well as to the establishwernt of any other

right in rem in respect of such zpplication and to its
distraint."

The Netherlands delegation prefers a third PCSb*bll ty,
whereby the naticnal law would be declared to apply in res-
pect of the assignment of a Turopean patent application only
as in 2 above. But under this third possibility, it would

not be pos=itle to make a request for the mortgaging of a
European pavent, To impnse any other right in rem or to allow
a distraint, and such legal transactions are seldom if ever
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necessary. Consequently, there is nn need to regulate such
#ransactions within the Convention.

The Convention could stipulate that :

"The law of a 3tate arplicalle to the assignment of
a patent applicatien filed in accordance with the natio-
nal law governing patents shall apply ty analogy to the
assignment of a Zuropean patent application for the said
State. .

A European patent applicaticn may not be mortgaged
or subject to any other right in rem or to distraint.”

Article 23, paragragh 1 of the 1970 hraft provides that the
assignrent of a European patent application shall be made in
writing and shall regquire the signature of the partiss.

to the contract. For the remzinder, the natiecnal provisions
governing the assignment c¢f patent applications apply. AT--
ticle &3 only partially unifies the law governing assignment.

=

srticie 23 should te reteained in conjunction whith the provi-

€
sinas proposed aboave under 3.

1. The first and second paragraphs »f article 29 are super-
flucus , and even, in the case of paragraph twn, un-

desiratle. Cn these grounds article 29 should be deletedﬂ

i
-~

2. The provisions set out under 3 ought to be incorporated -
in the Convention. The states will be abtle to examine
whether such provisions ere desiratle,

3, The foregeing dees not apply to an applicatien for a
unitary patent.
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