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F':ROi.I THE 1'3TH3RL.:~rE)3DI~LEG':•..TION

Delegations to "Jorking Party I will find annexed hereto
~~~posals submitted by the Netherlands delegati~n concerning ;~-
~icle 29 of the First Preliminary ~raft Conventi~n (3upplementary
application of national law in legal transactions).
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Proposal by the Ketherlands delegation
concerning Article 29 of the First Preliminary Draft

(Supplementary application ~f national law in legal transaction)

lJocumentatior'

- First Preliminary Draft (1S7C :r~ft) - note to .rticla 29:
"..L'no n()c::ssi ty for this rticlo ,.nO., '.fller;,; <.:.})porpric.t0,

-Cae t ~:xt,'ill be con:jic:.e:r'3dL:,tor. "

- Proposal by the:;hairman of \:7orking?arty I (Working T;ocument dated
1 July 1970, page 5) :

"Article 29 should not be deleted. This provision takes account
of the fact that it would be i~pos~ible or undesirable to adopt a
final ruling in "'JheFirst Convention on a number of questions arising
from legal transactions in connection with European patent applica-
tions. The national legislation of the Contracting states fill
have to be referred to when dealing 'with the legai questions left!
open in the Pirst Convention. Article 29 is intended to provide a~
answer to the question of which nati ons.l law should be applicabl'e'."

- Working Party I di::!cussed the following two questions:
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'1. Is }~tiple 29 s~ficiently clear as regards cases wh~r9
a Europe~ paten~ appl~c~tion is mortgaged or is made
subject to any 0~her right in rem?

2, D~es ~rtic~5 2S alsu apply to the distraint ~f a European
patent application?

Thp. first po~nt to consider is whether Article 29 ohould
be included iL t~e Convention.

The yroposea. ....:-.rticle2<; cOEtair..st.,voparagraphs. Th,~ tWf')
paragraphs e.re,]nr.ecessary;furthermcc:",~ the second ::y'_::agraphie
u.."1desirable.

, t. 1 ~o.:.ll..£._ ,_J. C ~ e c:.../, para!2;raph1

The fi::-;:;tpa.::-ag"':'aphof Article 2S provides that~

"In sc far as th~s Conventioll droes n"t j:tself contain
rules directly governing legal transactions concerning
E1.:X')}'eanpatent app:Lications? the law to be .applied shall be
the ne.tio:::lallaw :::-eferred"toby the COjJ,vention.Failing
S11Cb refe.reLce.,the law to be applieo..shall be that
agreed. UPC::l ,:::ythe parties or, in th6L:c.So of a transaction
i~701ving cnly one party, the law des~gr.ated'by such ini-
tiatiLg party. In t~p. event of failure to agree upon or to
desigIle..tethe relev8.r-.tlaw, or if ~uch agreeme:::..tor designatiolJ.
cannot ee e~forced be the court ~ef0re which the mat~~r has
been brought: the relevant law shall bereterminded in ao~or~an~c
with. the rules of the private international law applicablp

in the :State of the court in question."
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The initial pre~ise is that the legal transactions relating
tQ a European patent application are subject to the national law
of the S~ate to which the application applies. ~he first paragraph
of Article 29 is no more than auintroQuction to the second paragraph;
it merely contains a codification of the rules of private inter-
national law and adds nothing new.

For these reasons, paragraph 1 of Article 29 seems unnecessary;
it ought to be deleted.

Article 29; para~raph 2

~he second p~ragraph of )~ticle 29 provides that:'

"If private international lavvrefers to the lex rei
sitae, the relevant law shall be the law of the Contracting
3tate on whose territory the applicant is ordinarily resident
or has his registered place of business, II etc. .

This provlslon was taken over from the 1962/1965 Draft Conven-
tion relating to a European P~tent Law.However, this Draft Conven-
tion was concerned with applications for a unitary European patent
for all the Nen:.berStates of the EEC. If private international law
refers to the lex rei sitae in respect of a national patent and a
national patent application, it is obvious that it refers to the
law of the State which granted the patent and received the appli-.

~ cation. If, tin "the other hand: private international law refers to !

the lex rei sitae in :respect of a unitary patent for the six States,
,the relevant law must be specified. In the case of a unitary

patent, the provisions of Article 29, paragraph 2, ought to be
adopted. Ho~ever, according to the 1970 Draft Conv~ntion estab-
lishing a European System for the Grant of Patents, the proceedings

BR/GI' 1/85 e/70 ... 1 ...
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do not lead to the grant of a unitary patent, but the grant of a
number of :Q.aticnalpatents. It is clea:L'that it is the relevant
national law which applies to the legal transactions relating to
these national patents.

Up to the completi0n of the Euro?ean proceedings for the grant
of patents, there is only a singl"e applicatior..for th.eEuropean
patent. The pr~ceedings lead to a r-umoer of national patents being
granted. It i0~low3 that du~ing the pr~l~eedin~s for grant there is a
conditional national law in each State to which the application
applies.

Article 22 of the 1970 ~raft is based on the same idea. The
first sentence of paragraph ~ of t~is Artj_cle provides that the
Zuropea~ patent application ~aJ"be assigned or give rise to rights
for one or 3everaJ. of the d.esig~ated 3tates. I'hisprovision pre--
supposes that the Europea.n.patent application gives rise to an
individual :'1atif\nall.'ight:..nea.ch of the designatea. States. Oth~er-
wiese: assig~~Gnt for one or more States would be meaningless.

(This applies onl:,,;-to private law on the gI:2.nt:')f_:::':J.."centf.,~
The second sentence of paragraph 1 of Artic~e 22 lays dovm thQt
the assignment sha]1 not affect the u..'1ity of the application
in proceedings before the Euro?ean Office).
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It follo~s that a Eur0}can patent application gives
rise to ~n assigna~le right, and 30 on, in cact of thc stat~s
to which the application ~pplies.

However, this is not a case of a unitary right, but of
a buna~ of national rights. B~cause they are national rights,
it seems correct to assume that the legal transactions relat-
ing.to a European patent applicatiron arc subject to the
relevant natinnal law, that is to the law of the state to
which the application applies ane where the legal transaction
(a.ssignment, mortgagir..g,distraint) in respect\l)f this appli-

\cation is tn be carried out. This is in line with the concepts
of private international law that patents for inventicL and
patent applications are subject to the lex r~i sitae - that
is, to the law ~f the State in w~ich the patent has been
granted ~r the application fil~d - i. e., where these apply.:
It is accordingly n~t necessary t) retain paragraph 2 of
krticle 29.

Furthermore, this paragraph is not only unnoc~ssary,
it .is also undcsira::.le.

Article 29, paragraph 2., provides thc;t : "If private
internati0nal law refer~ to the lex rei ~itea, the relevant

Ilaw shall be the law of the Contracting State on whose terri-
tory th<:applicant is ordinarily residhnt or has his regis,tered
place of business," etc.

~uite often the applicant is no~ rgsident in the State
in which the legal transaction is to be carri~d out. Conse-
quently the results are not the sa~c as wh~n the customary
lex rei sitae is applied ..ffioreover,these r~sults arp not
very satisfactory. Let us suppose, for examplo, that the

}
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applicant is resident i~ state A and that the legal transaction
is carried out in state B. Let us also supp0se that the rules
applica~le to the lega: transacti~n in state A differ entir~ly
from those a~~lica~le in State B, or that the legal transaction
is permitted in state A l,~t pr~hibited in state B. According to
Article 29, paragraph 2, th~ law ~f State A woul~ be applica~le
and the legal transactirn woul~ be permitted in state B, although
state 3 f~rbids it.

The outccme of this is that paragraph 2 ~f Article 29 is
not nnl;ysu;.erfluous: but that it may read t'"\undesirable re-
sults. On these grounds, paragraph 2 should ~e deleted.

Another Questinn a1s0 arises. It has been assumed ab~ve
that a legal transactic~ re:ati~g to a European patent appli-
cation is subject to the nati~nal law of the state to which
this application applies. Should this principe then be c~difie~
and laid i~wn in the Conventi~n?

There are th:::'eepossibilities in thli'0ry:

1. One couli (onsider that the said-principle is self-evident
fr~m the system 0f the Conventi0n, and that it is conse-
quently unnecessary t~ codify it sp~cifically in the Con-
ventinn. On practical grounds~ this ~pini0n would seem
untenable.
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2. On the other hand, it could he'considered that it is necessary
~o codify this principle in the Convention. A further argu-
ment could be put forward to support this opinion. Even if
it is assumed that the natioLal law is applicable, the ques-
ti0n arises of whether t':is is the naticnal law governing
patents for inventicn or national private law in general. For
ey.ar:ple,the patents legislation of certain states contains
special pr0visions governi~g the assignment of patent appli-
cations which differ from the general pr0visi0ns of private
law governjr-g the assign~e~t of rights. The questinn then
arises 0f whether the assignmen~ of a European patent appli-
cation is governe~ ty the special provisions governing the
assignsen~ of nati0nal pate~t app~ications 0r by the general
previsions nf private law governing the assignment of rights.
It is a m~tter of the interpretation of the national law in
the vario~s states, which ffiaylead to difficulties whi0~
coult be eliminated hy inserti~g the folltwing provision
into the Conventio:-l.: liThelaw appli:>able in a State to a
patent applicati~n filed in accordan~e whith the national
law governing patents for invention> eha11 apply by analog3~
to the assignme~t of a European patent application for the
said state, as well as to the establish~ent of any other
right in re~ in respect of such applicatipn and to its
distraint. II

3. The Netherlands delegation prefers a third possibility,
whereby the nati0nal law would ce declared to apply in res~
pect of the assignment of a ~uropean patent application only
as in 2 ab07e. But under this .third possibility, it would
not be pos~ible to make a request for the mortgaging of a
European patent, to imp~se any other right in rem ~r to allow
a distraint, and such legal transactions are seldom if ever

Bn/GT I/S5 e/70 (Annex) cyd/RT/mr.
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necessary- Conseque~t~y, there is D0 need to resulate 3~ch
~ranBactions within the Convention.

The Convention coul~ stipulate that

GThe law of a State arplica~le to ~he assignment of
a patent application filed in acco~dance with the natio-
nal law governing patents shall apply sy analogy to the
assignment '~f a ~uropean patent application for the said
stat~. .

A European patent app~ica~ir.n may not be mortgaged
OI;' subject to any other right in rem ~r to distraint."

Article 23, parag~aph 1 of the
assign~ent 0f a European patent
v'lriting and shall require the

1970 Jraft p~cvides that the
application shall be made in
signature of the partie3.

to the contract. For the remainder, the national provisions
governing the assignment of patent appl::..cationsapply. A~'-

ticle 23 only partially unifies the law governing assignment.
Articlo 23 should re reta~ned in conjunction whith the pro;i-
sio~s proposed abnve under 3.

Summary

1. The first and second paragra~hs jf Article 29 are super-
fluous , and even, in the case of paragraph twn, un-
desirable. On these grounds Article 29 should be delet~~.

2. The provisions set out under 3 ought to be incorporated'
in the Convention. The 6tates will be able to examine '
whether s~ch p~ovisions are desira~le.

3. The fcregning d~es not a~ply to an applicati~n for a
unitary patent.
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